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International Patent Classification (IPC) or both national classification and IPC
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Applicant
DOCUMENT SECURITY SYSTEMS, INC.

1. This opinion contains indications relating to the following items:

X Box No. | Basis of the opinion

O BoxNo. Il Priority

L] Box No. Il Non-establishment of opinion with regard to novelty, inventive step and industrial applicability
[0 Box No. IV Lack of unity of invention

Box No.V  Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial

applicability; citations and explanations supporting such statement
Box No. VI Gertain documents cited
Box No. VIl Certain defects in the international application

KOO

Box No. VIl Certain observations on the international application

2.  FURTHER ACTION

If a demand for international preliminary examination is made, this opinion will usually be considered to be a
written opinion of the International Preliminary Examining Authority ("IPEA"). However, this does not apply where
the applicant chooses an Authority other than this one to be the IPEA and the chosen IPEA has notifed the
International Bureau under Rule 66.1bis(b) that written opinions of this International Searching Authority

will not be so considered.

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to
submit to the IPEA a written reply together, where appropriate, with amendments, before the expiration of three
months from the date of mailing of Form PCTASA/220 or before the expiration of 22 months from the priority date,
whichever expires later.

For further options, see Form PCTASA~220.
3. For further details, see notes to Form PCTASA220.
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WRITTEN OPINION OF THE International application No.

.INTERNATIONAL SEARCHING AUTHORITY . PCTMUS2005/031440

Box No.! Basis of the opinion

. With regard to the language, this opinion has been established on the basis of the international application in
the language in which it was filed, unless otherwise indicated under this item.

O This opinion has been established on the basis of a translation from the original language into the following

language , which is the language of a translation furnished for the purposes of international search
(under Rules 12.3 and 23.1(b)).

. With regard to any nucleotide and/or amino acid sequence disclosed in the international application and
necessary to the claimed invention, this opinion has been established on the basis of:

a. type of material:
O  asequence listing
O table(s) related to the sequence listing
b. format of material;
L1 in written format
C  in computer readable form
c. time of filingfurnishing:
O contained in the international application as filed.
Ll filed together with the international application in computer readable form.

O furnished subsequently to this Authority for the purposes of search.

. O In addition, in the case that more than one version or copy of a sequence listing and/or table relating thereto
has been filed or furnished, the required statements that the information in the subsequent or additional
copies is identical to that in the application as filed or does not go beyond the application as filed, as
appropriate, were furnished.

. Additional comments:

Form PCTASA/237 (January 2004)



WRITTEN OPINION OF THE International application No.
. INTERNATIONAL SEARCHING AUTHORITY PCT/US2005/031440

Box No.V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or
industrial applicability; citations and explanations supporting such statement

1. Statement

Novelty (N) Yes: Claims
No: Claims 1-40

Inventive step (IS) Yes: Claims
No: Claims 1-40

Industrial applicability (IA) Yes: Claims 1-40

No: Claims

2. Citations and explanations

see separate sheet

Box No. VIl Certain observations on the international application

The following observations on the clarity of the claims, description, and drawings or on the question whether the
claims are fully supported by the description, are made:

see separate sheet
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WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING

AUTHORITY (SEPARATE SHEET) PCT/US2005/031440
Re ltem V.

Reasoned statement with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

1) Reference is made to the following documents:

D1: US-A-5 149 140 (MOWRY, JR. ET AL) 22 September 1992 (1992-09-22)

D2: CENTRAL EUROPEAN BANK: "50 euro note" DATA EUROPEAN COMMUNITY, XX,
XX, no. v14757742291, 1 January 2002 (2002-01-01), XP002329100

D3: US-B1-6 714 748 (NAKAYASU HIROFUMI ET AL) 30 March 2004 (2004-03-30)

2) The present application does not meet the criteria of Article 33(1) PCT, because the
subject-matter of claim 1 is not new in the sense of Article 33(2) PCT.

The document D1 discloses (the references in parentheses applying to this document):

A document comprising a latent security image which is visible when the document is
reproduced after being scanned by a standard commercial bank scanner (D1, col.3, line
15). (cf claim 1 of the application)

Particularly this reference appears to fall within the applications conditions for density (10-
95%) and also for lines/inch (25-105).

3) Similarly D1 also appears to be novelty ‘(Article 33(2) PCT) destroying for independent
method claim 10.

4) D3 discloses the use of a test pattern for use in image forming. This appears to be well
known in this technical area. Independent claims 15 and 16 claim essentially test patierns,
which therefore appear not to be novel since their use is well known,

5) Independent method claim 17 and dependent claim 18 appear to define digital storage
and reproduction of a document. The EPO has used this for it's public documentation for
many years. Claims 17 and 18 appear, therefore, not to be novel (Article 33(2) PCT).
Similarly independent claim 30: a document produced by the process of claim 18, appears
not to be novel.

6) The present application does not meet the criteria of Article 33(1) PCT, because the
subject-matter of claim 31 is not new in the sense of Article 33(2) PCT.

Form PCT/ISA/237 (Separate Sheet) (Sheet 1) (EPO-January 2004)
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WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING
AUTHORITY (SEPARATE SHEET) PCT/US2005/031440

The document D2 discloses (the references in parentheses applying to this document):
A document comprising a secutity image which is not visible under ordinary light and is
visible when the document is exposed to a predetermined type of light.

The 50 Euro banknote in question has UV ink printed patterns.

Dependent claims 2-9,11-14,19-29,32-40 do not contain any features which, in
combination with the features of any claim to which they refer, meet the requirements of
the PCT in respect of novelty and/or inventive step.

Re ltem VIII.

1) The present application contains 40 claims, of which 7 are independent. There is no
clear distinction between the independent claims because of overlapping scope. There are
so many claims, and they are drafted in such a way that the claims as a whole are not in
compliance with the provisions of clarity and conciseness of Article 6 PCT, as it is
particularly burdensome for a skilled person to establish the subject-matter for which
protection is sought.

2) Claim 1 does not meet the requirements of Art. 6 PCT since it is not clear. The term '
standard commercial bank scanner ' can be too widely interpreted.
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